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DETAILED ACTION 

1 . This action is response to communication: response to election/restriction 
received 07/15/2008, with acknowledgement of priority date of 03/24/2003. 

2. Claims 1-26 are currently pending in this application. 

3. The applicants have elected without traverse Group 1 (claims 1-16, 23, 25, and 
26). Claims 17-22 and 24 have been withdrawn. 

4. The IDS received 06/1 0/2004, 1 0/27/2004, 01/04/2008, 05/08/2008, and 
08/07/2008 has been accepted. 



Claim Rejections - 35 USC §112 

5. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

6. Claims 2 and 11 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the enablement requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. 

As per claim 2, the claim recites wherein the content ID unit identifies, as the type 
of the content, at least one of a first type in which the content is provided through a 
transmission medium and a second type in which the content is provided by the 
recording medium. These types, as claimed in independent claim 1, are used in a 
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decision making process to record a content onto a recording medium. It is not clear 
how the system would operate, as the claims are reciting that the content provided by 
the recording medium is being used to create the content on the recording medium. 

As per claim 1 1 , the claim recites wherein the recording unit records a second 
content by a second recording method on the recording medium while retaining a first 
content. It is unclear in the specification how content on a medium may be recorded on 
the same medium as the first medium, wherein the first content information on the same 
medium is retained and not erased. 

7. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

8. Claims 14-16 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

As per claims 14-16, claim 14 recites wherein the content obtainment unit encrypts the 
content according to a recording method adopted by a recording unit that is a 
destination of the transmission and sends the encrypted content to the recording unit. 
It is unclear which recording unit this is referring to, as there seem to be two recording 
units claimed. 
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Claim Rejections - 35 USC § 101 

9. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

10. Claims 25 and 26 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. 

As per claim 25, the claim recites a recording medium. However, the 
specification indicates that a recording medium may be a transmission medium, such as 
in paragraphs 25 and claim 2 of the Applicants specification. Mediums such as 
transmission mediums are directed toward non-statutory subject matter. 

As per claim 26, the claim recites a computer program. Claims directed toward a 
program are non-statutory subject matter and are therefore rejected under 101 . 



Claim Rejections - 35 USC § 102 

1 1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 
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12. Claims 1-4, 23, 25, and 26 are rejected under 35 U.S.C. 102(e) as being clearly 
anticipated by the Applicants Admitted Prior Art (hereinafter the AAPA), as presented by 
the applicants Patent Application Publication No. 2004/0190868. . 

As per claim 1 , the AAPA teaches a recording apparatus for recording a content 
which is a digital copyrighted work onto a recording medium, comprising: a content 
obtainment unit operable to obtain a content provided externally (paragraph 13); a 
content type identification unit operable to identify a type of the obtained content 
(paragraph 13); a recording medium type identification unit operable to identify a type of 
the recording medium (paragraph 13); a recording method selection unit operable to 
select at least one recording method out of a plurality of recording methods based on 
the type of the content identified by the content type identification unit and the type of 
the recording medium identified by the recording medium type identification unit 
(paragraphs 13-15); and a recording unit operable to record the content onto the 
recording medium according to the selected recording method (paragraphs 14-16). 

Claim 2, as best understood by the Examiner, is rejected using the AAPA in 
paragraphs 13-15. 

As per claim 3, the AAPA teaches wherein the recording medium type 
identification unit identifies the type of the recording medium according to a type of 
information previously stored in a non-rewritable area of the recording medium 
(paragraphs 5 and 10 -15). 
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As per claim 4, the AAPA teaches wherein the recording method selection unit 
selects said one recording method out of the plurality of recording methods compliaint 
with a method for protecting a copyright of a content (paragraphs 13-15 and paragraphs 
3, 4, and 10). 

Independent claim 23 is rejected using the same basis of arguments used to 
reject claim 1 above. 

Independent claim 25 is rejected using the same basis of arguments used to 
reject claim 1 above. 

Independent claim 26 is rejected using the same basis of arguments used to 
reject claim 1 above. 

Claim Rejections - 35 USC § 103 

1 3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

14. Claims 5-7 and 10-13 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over the AAPA as applied above, and in view of Sako et al. US Patent Application 
Publication 2003/0012098 (hereinafter Sako) 

As per claim 5, the AAPA does not explicitly teach all the limitations of these 
claims. However, these are taught throughout by Sako. Sako teaches wherein the 
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recording method selection unit further selects said one recording method out of the 
plurality of recording methods based on an instruction from a provider of the content, 
such as in paragraph 97 and throughout the reference. 

At the time of the invention, it would have been obvious to one of ordinary skill in 
the art to combine the Sako reference with the AAPA. One of ordinary skill in the art 
would have been motivated to perform such an addition to provide a record medium, a 
recording method for a record medium, an output controlling method, a reproducing 
apparatus, a record and reproduction controlling method, a recording method, a 
recording and reproducing method, and a recording and/or reproducing method that 
allow a copy operation in a plurality of generations, a reproducing operation, and a 
charging operation to be easily managed. (Sako paragraph 10). 

As per claim 6, Sako teaches wherein the content includes specification 
information for specifying said one recording method out of the plurality of recording 
methods (paragraph 97); and the recording method selection unit further selects said 
one recording method out of the plurality of recording methods based on the 
specification information included in the content (paragraphs 97, 100, Figure 3). 

As per claim 7, Sako teaches wherein the recording method selection unit further 
selects said one recording method out of the plurality of recording methods based on an 
instruction by a user (paragraph 159). 

As per claim 10, Sako teaches wherein the content obtainment unit includes a 
plurality of input channel units, each corresponding to a type of data to be obtained, adn 
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the recording method selection unit further selects said one recording method out of the 
plurality of recording methods and recording to which one of the plurality of the input 
channel units has obtained the content (paragraphs 57, 58, 83, 84, 85, 91, 92, and 
AAPA paragraph 13). 

As per claim 1 1 , Sako teaches wherein the recording unit records a second 
content by a second recording method on the recording medium while retaining a first 
content, when the first content is recorded on the recording medium by a first recording 
method (Figures 3, 7, paragraphs 109-116, and throughout the reference). 

As per claim 12, Sako teaches wherein a first content is recorded onto the 
recording medium by a first recording method, and the recording apparatus further 
records the first content by a second recording method onto the recording medium after 
reading out the first content from the recording medium (paragraphs 109-1 18). 

As per claim 13, Sako teaches wherein the recording method selection unit 
selects two or more recording methods out of the plurality of recording methods and the 
recording unit records the content onto the recording medium according to the selected 
two or more recording methods (paragraphs 197-198 and throughout reference; also 
AAPA paragraphs 13-16). 

15. Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over the AAPA 
as applied above, and in view of Strom et al. US Patent Application Publication 
2004/0003274 (hereinafter Strom) 
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As per claim 8, the AAPA does not explicitly teach all the limitations of the claims. 
However, these are taught by Strom. Strom teaches wherein the recording method 
selection unit further selects said one recording method out of the plurality of recording 
methods based on a security level required for the content (paragraphs 61 , 63, 70, 78, 
and throughout reference). 

At the time of the invention, it would have been obvious to one of ordinary skill in 
the art to combine the AAPA and Strom references. One of ordinary skill in the art 
would have been motivated to perform such an addition to increase flexibility in security 
to prevent unfettered distribution of copy-protected content, while allowing copying of 
content to a specific computing device (paragraphs 5 and 6 of Strom). 

16. Claims 9 and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
the AAPA as applied above, and in view of Nagai et al. US patent Application 
Publication 2002/0015494 (hereinafter Nagai) 

As per claim 9, the AAPA does not explicitly teach all the limitations of the claims. 
However, these are taught by Nagai, such as in paragraphs 71-75, wherein the 
recording method selection unit further selects said one recording method out of the 
plurality of recording methods based on quality of the content. 

At the time of the invention, it would have been obvious to one of ordinary skill in 
the art to combine the teachings of Nagai with the AAPA. One of ordinary skill in the art 
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would have been motivated to perform such an addition to increase the security while 
maintaining low costs (paragraphs 1 8 and 1 9 of Nagai). 

As per claim 12, Nakai teaches wherein a first content is recorded onto the 
recording medium by a first recording method, and the recording apparatus further 
records the first content by a second recording method onto the recording medium after 
reading out the first content from the recording medium (throughout the reference; also 
shown in Figures 2A and 2B). 

17. Claim 14 is rejected under 35 U.S.C. 103(a) as being unpatentable over the 
AAPA as applied above, and in view of Andreaux et al. US Patent Application 
Publication 2003/0051153 (hereinafter Andreaux) 

As per claim 14, the AAPA does not explicitly teach all the limitations of the 
claims. However, these are taught throughout Andreaux. Andreaux teaches wherein 
the content obtainment unit sends the obtained content to the recording unit via a 
transmission channel, the recording unit records the content received via the 
transmission channel onto the recording medium, and the content obtainment unit 
encrypts the content according to a recording method adopted by a recording unit that is 
a destination of the transmission and sends the encrypted content to the recording unit 
(throughout the reference, such as in the abstract, paragraphs 15-19, 53-54). 
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At the time of the invention, it would have been obvious to one of ordinary skill in 
the art to combine the AAPA and the Andreaux references. One of ordinary skill in the 
art would have been motivated to perform such an addition to increase the flexibility to 
add encryption accordingly and would also increase the security as well (paragraph 31 
of Andreaux). 

Claims 15 and 16 are rejected under 35 U.S.C. 103(a) as being unpatentable over the 
AAPA and Andreaux as applied above, and further in view of Nagai. 

As per claim 15, Andreaux teaches wherein the recording method includes a first 
recording method and a second recording method compliant with the method for 
protecting a copyright of a content (paragraphs 73-86 and also AAPA paragraph 13). 
Andreaux further teaches wherein the content obtainment unit encrypts the content with 
a previously held secret key when the recording unit adopts the first recording method 
(paragraphs 78 and 86). Nagai further teaches wherein an encryption is made with an 
externally obtained secret key when the recording unit adopts the second recording 
method (paragraphs 63-65). 

At the time of the invention, it would have been obvious to one of ordinary skill in 
the art to combine the teachings of Nagai with the AAPA combination. One of ordinary 
skill in the art would have been motivated to perform such an addition to increase the 
security while maintaining low costs (paragraphs 18 and 19 of Nagai). 

As per claim 16, Andreaux teaches wherein the recording method includes a first 
recording method and a second recording method compliant with the method for 
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protecting a copyright of a content (paragraphs 73-86 and also AAPA paragraph 13). 
Nagai further teaches wherein the content obtainment unit reencrypts the content into 
an encrypted content corresponding to the second recording method and sends the 
reencrypted content to the recording unit when the obtained content is an encrypted 
content corresponding to the first recording method (paragraphs 62-65). 



Conclusion 

18. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jason K. Gee whose telephone number is (571) 272- 
6431 . The examiner can normally be reached on M-F, 7:00 am to 4:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kambiz Zand can be reached on (571 ) 272-381 1 . The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Jason Gee /ELLEN TRAN/ 
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